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DETAILED ACTION 

1 . The amendment filed on 05/26/2009, and the supplemental correspondence filed 
on 06/22/2009 have been entered. 

2. Claims 1-3 and 7-15 are pending in the application. 

3. The restriction requirement remains as set forth in prior office action. The two 
inventions lack unity of invention as explained in prior office action. Concerning the 
applicant's argument that the compositions of Group I and/or Group II are novel and 
non-obvious and that they possess a common special technical feature, which involves 
incorporation of the specified surfactant into the compositions, the examiner notes that 
the common special technical feature claimed by the applicant is neither novel or non- 
obvious as explained in the rejection below, therefore the compositions of Group I and 
Group II are without a common special technical feature. 

Election/Restrictions 

4. Newly submitted claims 1 1 and 13 are directed to an invention that is independent 
or distinct from the invention originally claimed for the following reasons: claims 1 1 and 
1 3 depend on non-elected claims 1 , 2 and/or 1 1 . Claims 1 1 and 1 3 are independent or 
distinct from the elected claims as explained in prior office action for claims 1 , 2 and/or 
11. 
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Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 1-2, 11 and 13 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP § 821 .03. 

5. The examiner notes that the applicant chose to withdraw claims 7-1 0, however, 
since claim 7 could depend on claim 3, claims 7-10 are rejected as set forth below. 

Claim Objections 

6. Claim 7 is objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim does not refer to a preceding claim. See MPEP § 608.01 (n). 
Dependent claims 8-10 are rejected to for the same reasons. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 

7. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

8. Claims 3, 7-10, 12 and 14-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamamura et al (WO 01/95030), as evidenced by Hattori et al (US 
5,773,194), as further evidenced by Igarashi et al (US 5,336,574). 
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The rejection of claim 3 remains as set forth in the prior office action. Regarding the 
amendment to the claim, Yamamura et al further exemplifies compositions of 
comparative Example 3 and 5 comprising bis (3,4-epoxycyclohexylmethyl)adipate, a 
cationic photoinitiator, and polyflow ATF and MEGAFAC F-179 respectively (page 39, 
lines 1-8 and 20-26). 

Polyflow ATF(silicone-type defoaming agent) and/or MEGAFAC F-179 meets the 
limitations of the surfactant of the instant claim, (see Hattori et al, col. 7, lines 37-40, 
and Igarashi et al, col.4, lines 64-68). 

Regarding claims 12 and 14, the exemplified 25 parts by weight of bis (3,4- 
epoxycyclohexylmethyl)adipate and 0.1 part by weight of polyflow ATF of Yamamura et 
al meets the claim limitations. 

Regarding claims 12 and 15, the exemplified 25 parts by weight of bis (3,4- 
epoxycyclohexylmethyl)adipate and 0.1 part by weight of MEGAFAC F-179 of 
Yamamura et al meets the claim limitations. 

Claim Rejections - 35 USC § 103 

9. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 
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10. Claims 3, 7-10, 12 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fujiwa et al (US 5,378,736) in view of Takai (JP 2002-338659, US 
2003/0059618 is used for ease of citation). 

The rejection of claims 3 and 7-10 remains as set forth in prior office action. 

Regarding claims 12 and 14, modified Fujiwa et al further teaches using 0.01 to 5 parts 
by weight of the silicon wax based on 1 00 parts by weight of the epoxy compound [see 
Takai, 0167]. 

11. Claims 3, 7-10, 12 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barbe et al (EP 0736555) in view of Takai (JP 2002-338659, US 
2003/0059618 is used for ease of citation). 

The rejection of claims 3 and 7-10 remains as set forth in prior office action. 

Regarding claims 12 and 14, modified Barbe et al further teaches using 0.01 to 5 parts 
by weight of the silicon wax based on 1 00 parts by weight of the epoxy compound [see 
Takai, 0167]. 

Response to Arguments 

12. Applicant's arguments filed on 05/26/2009 have been fully considered but they are 
not persuasive. 
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The applicant provides a comparison chart of the present application, Fujiwa, Barbe and 
Takai, and argues that surfactants are not mentioned in the primary references. In 
response to this, the examiner notes that one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Furthermore, as mentioned in 
prior office action, and reiterated above, since the inventions of Takai and Fujiwa/ Takai 
and Barbe are in the same field of endeavor, motivated by the advantages of the 
lubricity-imparting agent of Takai, it would have been obvious to one of ordinary skill in 
the art to have incorporated any of the lubricity-imparting agents, including BYK-330, of 
Takai into the composition of Fujiwa/ Barbe. 

The applicant further argues that the composition of applicant's Example 1 and 2 
showed remarkable effect of warping and that in contrast, while Takai teaches that 
silicon-based defoamers (surfactants) can be added to liquid epoxy resin, Takai 
provides no description of a desirable relevant concrete effect which could be obtained 
by using such surfactants. In response to this, the examiner notes that the fact that 
applicant has recognized another advantage which would flow naturally from following 
the suggestion of the prior art cannot be the basis for patentability when the differences 
would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & 
Inter. 1985). 

The applicant further argues that the purpose provided by Takai for the lubricity- 
imparting agent is a "shot gun" disclosure and does not provide a rationale for modifying 



Application/Control Number: 10/540,528 Page 7 

Art Unit: 1796 

Fujiwa or Barbe. In response to this, the examiner notes that the fact that applicant has 
recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). One of ordinary skill in the art would have combined Takai and Fujiwa/Barbe as 
explained in prior office action, and reiterated above. 

The applicant further argues that Takai teaches that an epoxy resin composition 
comprising an alicyclic epoxy compound not having an ester linkage can overcome the 
problem sought to be solved by the Takai invention, and in contrast, the present 
application provides a heat-curable resin composition comprising an alicyclic epoxy 
compound having a polyester chain, which provides a significant improvement in 
warping of a flexible film made therefrom, and the present application also teaches that 
having a polyester chain in the composition is a significant feature. In response to this, 
the examiner notes that the rejection of the instant claims is based on a combination of 
references, and one cannot show nonobviousness by attacking references individually, 
where the rejections are based on combinations of references. Furthermore, the 
examiner notes that the fact that applicant has recognized another advantage which 
would flow naturally from following the suggestion of the prior art cannot be the basis for 
patentability when the differences would otherwise be obvious. 

The applicant's arguments have failed to put the application in a condition for allowance. 
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Conclusion 

1 3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number 
is (571)270-3876. The examiner can normally be reached on Monday-Thursday, 
7.15am-4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O. 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



